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1. Claims 1-14 are pending. Claims 1, 4 and 7-13 are independent. 

2. The specification is objected to because the continuation data is partly incorrect. On top 
of page 1, the filing date for patent application serial number 09/099,864 is June 18, 1998, not 
2001. The application 09/099,864 has been patented with Patent No. 6,320,680. 

3. Claims 8 and 10 are objected to because of minor errors. 
In claim 8, line 2, after "comprising", "," should be — : — . 
In claim 10, line 4, after "comprising", "," should be - : ~. 

line 8, " : "y" " should read -- "y" 

4. Claim 3 is objected to because "a detection element" should refer to "a linear array of 
detection devices" of claim 1. 

5. Claims 1 and 3 are rejected under 35 U.S.C. 1 12, second paragraph as being indefinite. 
The claims recite "in order to reduce Moire patterns". The claims are considered 

incomplete because the claimed invention does not include all steps or fimctions or features 
which are necessary to reduce Moire pattems. The necessary step(s), fimction(s), or feature(s) 
according to the disclosed invention include vibrating the linear array in the main scanning 
direction following a pseudo random pattem of motion (in the subscanning direction which is 
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perpendicular to the main scanning direction). According to the disclosure of the invention, 
without the application of the/a pseudo random pattern, Moire patterns are not reduced. 

6. A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful 
process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," 
in this context, means an invention drawn to identical subject matter. See Miller v. Eagle Mfg. 
Co,, 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re 
Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling 
or amending the conflicting claims so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101. 

7. Claims 7, 10 and 12 are rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claims 3, 6 and 1 1 of prior U.S. Patent No. 6,320,680. This is a double patenting 
rejection. 

Claims 7, 10 and 12 are identical to claims 3, 6 and 1 1 of the patent, respectively. 
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8. 


The nonstatutory double patenting rejection is based on a judicially created doctrine 


grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in comphance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting groimd 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 


9. Claims 9, 11, 13, and 14 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 5,8, 15, and 16 of U.S. 
Patent No. 6,320,680. Although the conflicting claims are not identical, they are not patentably 
distinct fi-om each other because of the following: 


3.73(b). 
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Claim 9 claims the limitations of claim 5 of the patent, except that boarder terms are used 
in claim 9. Specifically, claim 9 recites a linear array of "photo-sensors", whereas the patent 
claim 5 recites a linear array of "charge-coupled devices (CCD)"; claim 9 recites vibrating the 
linear array in a direction "non-aligned" with the first direction, whereas patent claim 5 recites 
vibrating the linear array in a direction "perpendicular to" the first direction. 

With regard to the difference between the "photo-sensors" of claim 9 and "CCD" of 
patent claim 5, there are more than one type of photo-sensors used in document scanners, among 
which CCD is one type. One of ordinary skill in the art would have realize that not only CCDs 
but also other photo-sensors arranged in a linear array produce electrical signals representing the 
image of the document being scanned. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to employ a linear array of photo-sensors not limited to 
CCDs in the scanner to produce electrical signal representing the document image. 

With regard to the difference between the "non-aligned" direction of the claim and the 
"perpendicular" direction of patent claim 5, in case the direction in which the linear array is 
vibrated is a direction not exactly perpendicular to the first direction (sub-scanning direction of 
the scanner) but a direction a little erected fi*om the direction perpendicular to the first direction 
due to mechanical errors or part displacement after long time use of the scarmer, or simply a 
direction substantially perpendicular to the first direction, a person of ordinary skill in the art 
would have realized that the method of vibrating the linear array still produces an image with 
reduced Moire pattems. Therefore, it would have been obvious to one of ordinary skill in the art 
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at the time the invention was made to apply the method to vibrate the linear array in a direction 
not exactly perpendicular to the first direction, the direction which is a direction non-aligned with 
the first direction. 

Regarding claim 13, the only difference between the claim and the patent claim 15 is 
difference between the term "non-aligned" of claim 13 and "perpendicular" of patent claim 15. 
This difference has been discussed for claim 9 above. The same reasoning applied to claim 9 
appHes to the rejection of claim 13. 

Claim 14, which depends upon claim 13, recites limitation that is identical to the 
limitation recited in patent claim 16 which depends upon patent claim 15 discussed above. 

Regarding claim 1 1, the claim recites ahnost all limitations of patent claim 8, except the 
limitations "each of said detectors covering a first distance" and "generating an image from said 
detectors which has pixels values equal to said first distance", and except the word 
"perpendicular". According to In re Karlson , 136, USPQ 184 (CCPA 1963), omission of the 
mentioned two limitations from the patent claim 8 invention is an obvious expedient if the 
remaining elements perform the same fimctions as before. In this case, omitting the generating 
an image from the detectors which has values equal to the first distance which is covered each of 
the detectors is an obvious expedient since the remaining element (means) perform the same 
fimction as before, which is vibrating the linear array of detectors in a direction non-aligned with 
the first direction, the vibrating being in accordance with a pseudo random pattern of motion, 
whereby Moire pattems are reduced. Therefore, it would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to omit the limitations of patent claim 8, i.e, 
"each of said detectors covering a first distance" and "generating an image from said detectors 
which has pixels values equal to said first distance". 

Further regarding claim 11, instead of using "perpendicular to the first direction" to 
describe the direction in which the linear array is vibrated, claim 1 1 recites "non-aligned to the 
first direction". Please refer to the discussion of claim 9 with respect to the terms 
"perpendicular" and "non-aUgned". 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application by 
another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title 
before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application being 
examined was not (1) filed on or after November 29, 2000, or (2) voluntarily pubhshed under 35 
U.S.C. 122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 
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1 1 . Claims 1 and 3 are rejected under 35 U.S.C. 102(e) as being anticipated by Mizumoto et 
al. (U.S. Patent No. 6,115,147). 

For the purpose of this rejection, the claimed phrase "in order to reduce Moire pattem" is 
not given patentable weight since the claimed step, when performed, does not produce an image 
with reduced Moire pattern because, in order to reduce Moire pattern in an image, the disclosed 
invention features including vibrating the linear array of sensor in a direction perpendicular to the 
first direction (in which the sensor is moved to scan the document) in accordance with a 
predetermined pseudo random pattem must be claimed. If the phrase "in order to reduce Moire 
pattern" were given patentable weight, the claim would have to be rejected under 35 U.S.C. 1 12, 
second paragraph as being indefinite because the claim is incomplete since a scanner performing 
the only claimed step does not reduce Moire pattem. 

Regarding claim 1, Mizumoto et al. discloses an image reading apparatus and a method of 
scanning a document using a linear array of sensors where the sensors are arranged in the main 
scanning direction of the apparatus. The linear array of sensors are moved in a subscanning 
direction (first scanning direction) to scan a document. The linear array is displaced by a 
piezoelectric device (70) in the main scanning direction perpendicular to the subscanning 
direction (first direction) in accordance with a predetermined pattem (Figs. 27-29, col. 29, line 39 
- col. 31, line 65, see col. 19, lines 20-45, too). The predetermined pattem is made up of the 
successive displaced distances M=0, M=p*2/3, M=p*4/3, where p represents the pitch between 
the centers of adjacent ones of photoelectric transducer (sensor) pixels(col. 30, lines 20-22). 
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Regarding claim 3, Mizumoto et al. also discloses that "[w]hile the line sensors ... are 
displaced by the 2/3 pixel in the above embodiment, the line sensors ... may be displaced a 
distance different from the 2/3 pixel insofar as the distance is smaller than the distance between 
adjacent photoelectric transducer elements" (col. 19, lines 20-45). The distance or displacement 
1/3 pixel is a distance small than the distance between adjacent photoelectric transducer 
elements, which distance is a magnitude of the vibration (displacement) that is less than half the 
width of a detection element as claimed. 

12. Claim 2 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

13. Claim 8 would be allowable if rewritten to overcome the objection(s) set forth in this 
Office action. 

14. Claims 4-6 are allowed. 

15. Any inquiry concerning this conmiunication or earlier commimications from the examiner 
should be directed to Cheukfan Lee at telephone number (703) 305-4867. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist at telephone number (703) 305-3900. 
Any response to this action should be mailed to: 


• 


• 


-Application/Control Number: 09/930,603 


Page 10 


Art Unit: 2622 


Commissioner of Patents and Trademarks 
Washington, DC 20231 

or faxed to: 

(703) 872-9314 (for formal communications intended for entry) 
(703) 308-5397 (for informal or draft communications, such as proposed 
amendments 

to be discussed at an interview; please label such communications 

"PROPOSED" 


or "DRAFT") 


or hand-carried to: 


Crystal Park Two 
2121 Crystal Drive 
Arlington, VA 
Sixth Floor (Receptionist) 


C L. 

Sept. 12, 2002 



